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DETAILED ACTION 

Continued Examination 

1 . In view of the Appeal Brief filed on 02 February 2009, PROSECUTION IS 
HEREBY REOPENED. The New ground of rejection is set forth below. 
To avoid abandonment of the application, appellant must exercise one of the 
following two options: 

file a reply under 37 CFR 1.111 (if this Office action is non-final) or a reply 
under 37 CFR 1 .1 1 3 (if this Office action is final); or, 

initiate a new appeal by filing a notice of appeal under 37 CFR 41 .31 followed 
by an appeal brief under 37 CFR 41 .37. The previously paid notice of appeal fee and 
appeal brief fee can be applied to the new appeal. If, however, .the appeal fees set forth 
in 37 CFR 41 .20 have been increased since they were previously paid, then appellant 
must pay the difference between the increased fees and the amount previously paid. 
A Supervisory Patent Examiner (SPE) has approved of reopening prosecution by 
signing below: 



Response to Arguments 

2. Applicant's arguments, see Appeal Brief filed 02 February 2009, with respect to 
the rejection(s) of claim(s) 1 -1 7 under 35 USC §1 03(a) have been fully considered and 
are persuasive. Therefore, the rejection has been withdrawn. However, upon further 
consideration, a new ground(s) of rejection is made in view of Agrawal (US 5,257,268). 
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Claim Rejections - 35 USC § 101 

3. 35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of 
matter, or any new and useful improvement thereof, may obtain a patent therefor, subject to the 
conditions and requirements of this title. 

4. Claims 1-9 and 12 are rejected under 35 USC 101 as being directed to non- 
statutory subject matter because these are method or process claims that do not 
transform underlying subject matter (such as an article or materials) to a different state 
or thing, nor are they tied to another statutory class (such as a particular machine). See 
Diamond v. Diehr. 450 U.S. 175, 184 (1 981) (quoting Benson, 409 U.S. at 70); Parker 
v. Flook, 437 U.S. 584, 588 n.9 (1978) (citing Cochrane v. Deener, 94 U.S. 780, 787-88 
(1876)). See also In re Bilski (Fed Cir. 2007-1 130. 1013012008) where the Fed. Cir. 
held that method claims must pass the "machine-or- transformation test" in order to be 
eligible for patent protection under 35 USC 101 . 

Based on Supreme Court precedent and recent Federal Circuit decisions, a 101 
process must (1 ) be tied to another statutory class (such as a particular apparatus) or 
(2) transform underlying subject matter (such as an article or materials) to a different 
state or thing. If neither of these requirements is met by the claim, the method is not a 
patent eligible process under 35 USC 101 and should be rejected as being directed to 
non-statutory subject matter. An example of a method claim that would not qualify as a 
statutory process would be a claim that recited purely mental steps. Thus, to qualify as 
a 35 USC 101 statutory process, the claim should positively recite the other statutory 
class (the thing or product) to which it is tied, for example by identifying the apparatus 
that accomplishes the method steps, or positively recite the subject matter that is being 
transformed, for example by identifying the material that is being changed to a different 
state. 

In its recent case, In re Bilski, et al., the Court of Appeals for the Federal Circuit 
determined that in order to meet the requirements of 35 U.S.C. § 1 01 , method claims 
must either recite a method of making a physical transformation on a material 
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substance or be explicitly tied to some machine or article of manufacture. The instant 
claims 1-9 and 12 do not meet the criteria set forth in the "machine-or-transformation 
test" as they are not tied to another specific statutory class. The claims themselves 
amount to "a machine executable method" including "reading a test file", "designating a 
required memory", and "estimating a cost". Such process steps lack any tangibility or 
transformation of any article or materials. The state of the physical device is not 
conveyed as changing or being modified from the process steps listed. Therefore the 
instant claims fail to meet the standard set forth by In re Bilski and do not pass the 
"machine- or-transformation test". 

While some of Appellant's dependent claims such as claims 1 0 and 1 1 recite the 
use of a plurality of boards and pins, there is insignificant post-solution activity which will 
not transform a patentable principle into a patentable process. As noted, appellant 
appears to be attempting to patent an idea or fundamental principle since any and all 
methods of providing the projected effect of a cost estimation process would infringe 
upon the claimed invention. The Court in Bilski clearly states that the claims that 
preempt substantially all uses of a fundamental principle are not drawn to patent eligible 
subject matter. 

As such claims 1-9 and 12 are held to be directed towards unpatentable subject 
matter. 

Claim Rejections - 35 USC § 102 

5. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 1 02 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

6. Claims 1-17 are rejected under 35 U.S.C. 102(b) as being anticipated by 
Agrawal (US 5,257,268). 
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7. Regarding claims 1, 8 and 13; Agrawal discloses a machine-executable 
method comprising reading a test file having a plurality of test vectors, (col. 3:65-4:1), 
where the test unit reads previously supplied initialization vectors; determining a 
required memory needed to execute the plurality of test vectors, (col. 4:40-60), when 
the system determined the minimum required number of flip-flop gates (memory); and 
using the required memory to estimate a cost to execute the test vectors, (col. 4:50-52), 
one of the computed cost functions being equal to the number of required flip-flops 
(memory). 

8. Regarding claims 2 and 14; Agrawal discloses further comprising receiving a 
billing scheme and wherein using the required memory to estimate a cost includes using 
the billing scheme to estimate the cost to execute the test vectors,(col. 5:57-61 ) where 
the system takes in consideration the budget requirements or "billing scheme". 

9. Regarding claims 3, 10 and 15; Agrawal discloses determining a required 
memory comprises determining a required memory needed for each of a plurality of 
boards of a tester to execute the test vectors for the board, (col. 6:50-68), multi-level 
hardware such as multiple boards circuitry is expressed as multiple levels of gate arrays 
and the cost is estimated by a total of the gates in each level. 

10. Regarding claims 4, 11 and 16; Agrawal discloses determining a required 
memory needed for each of a plurality of pins of a tester to execute the test vectors for 
the pin, (col. 1:16-30). 

11. Regarding claims 5 and 12; Agrawal discloses wherein determining a required 
memory comprises counting the number of test vectors for each of one or more tests in 
the test file, (col. 4:49-68), wherein selecting the various trail vectors there is memory 
allocated to each test vector output. 
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12. Regarding claim 7; Park discloses further comprising for each additional test in 
the test file: for each pin of the tester, determining a third memory requirement for the 
pin to execute the test vectors for the additional test; and setting the required memory 
equal to the third memory requirement if the third memory requirement is greater than 
the required memory, (col. 6:62-68), defining the minimum cost one would has to 
conclude that it is the largest value of the absolutely required amount. 

13. Regarding claim 9: Agrawal discloses further comprising a user interface to 
display the cost to a user, (col. 5:30-37), where the system has user input devices or 
GUI to interface with the program by setting parameters such as acceptable cost limits. 

Claim Rejections - 35 USC § 103 

14. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

15. Claims 6 and 17 are rejected under 35 U.S.C. 102(b) as anticipated by or, in 
the alternative, under 35 U.S.C. 103(a) as obvious over Agrawal (US 5,257,268). 

16. Regarding claims 6 and 17; Agrawal discloses determining a first memory 
requirement needed for a first pin of a tester to execute the test vectors for a first test in 
the test file; setting the required memory equal to the first memory requirement; and for 
each additional pin of the tester, determining a second memory requirement needed for 
the additional pin to execute the test vectors for the first test; and if the second memory 
requirement is greater than the first memory requirement, setting the required memory 
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equal to the second memory requirement, (col. 6:46-68), wherein the minimum required 
memory is all summed up depending of the architecture of the CUT (circuit under test), 
and all the memory required for every pin input and output is totaled. Since all test 
sequences are done sequentially, it is inherent for the system to generate a signal for 
every test point input for the duration of the longest sequence or vector. That is if the 
longest instruction sequence takes 1 1 clock pulses, then for every input of the CUT 
there must be 1 1 sequenced values stepped through with the clock pulses, each value 
retained in its own memory address. It should be understood that all limitations of claims 
6 and 17 are covered by Agrawal yet in an ambiguous manner and that although 
inherent in the disclosure it would also surely be obvious to one of ordinary skill in the 
art to interpret the computing of the test vectors costs for all inputs to mean that each 
input will analyzed and vectors generated for them, the embodiments as such, infers 
that all inputs are being tested in that means each and every one input stating with a 
first input and going down to the last input. Since no combination of art is required to 
express the intention of Agrawal's invention there is no need for a motivation statement. 

Examiner's Notes 

17. Examiner interpretation of a flip-flop gate is one type of memory cell, as depicted 
on Matsumiya (US 5,367,480), cited here to show interpretation of the state of the art. 

18. Examiner has cited paragraphs and figures in the references as applied to the 
claims above for the convenience of the applicant. Although the specified citations are 
representative of the teachings in the art and are applied to the specific limitations within 
the individual claim, other passages and figures may apply as well. It is respectfully 
requested from the applicant, in preparing the responses, to fully consider the 
references in entirety as potentially teaching all or part of the claimed invention, as well 
as the context of the passage as taught by the prior art or disclosed by the examiner. 
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Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to FRANK M. LEIVA whose telephone number is (571)272- 
2460. The examiner can normally be reached on M-Th 9:30am - 5:00pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Peter D. Vo can be reached on (571) 272-4690. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 
Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published 
applications may be obtained from either Private PAIR or Public PAIR. Status 
information for unpublished applications is available through Private PAIR only. For 
more information about the PAIR system, see http://pair-direct.uspto.gov. Should you 
have questions on access to the Private PAIR system, contact the Electronic Business 
Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a USPTO 
Customer Service Representative or access to the automated information system, call 
800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

FML 

06/24/2009 
/Peter D. Vo/ 

Supervisory Patent Examiner, Art Unit 3714 



